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DETAILED ACTION 

Response to Arguments 

Claims 7, 11, 14, 29, 33 and 40 liave been cancelled. 

Claims 1-6, 8-10, 12-13, 15-28, 30-32, 34-39 and 41-43 are pending. 

1 . Applicant's arguments of the Remark have been considered but are moot in view 
of the new ground(s) of rejection. 

Claim Objections 

2. Claims 3, 6 and 1 0 are objected to because of the following informalities: 
Claim 3 recites the limitation "the compressed digital representation" in line 2. 

There is insufficient antecedent basis for this limitation in the claim. It is suggested to 
amend as ~a compressed digital representation- or define the term earlier in the claim. 

Claim 6 is amended to cross out the word "compressing" which appears to be a 
mistal<e. 

Claim 10 recites the limitation "the compressed version" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. It is suggested to amend as - 
-a compressed version- or define the term earlier in the claim. 

Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 8-10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 8 recites the limitation "the intercepted signal" in page 4 line 7. There is 
insufficient antecedent basis for this limitation in the claim because it is not clear that 
claimed "the intercepted signal" refers to claimed "command signal" or claimed "analog 
signal". 

Claims 9-10 are dependent on claim 8, so they are also rejected with the same 
reason as discussed in the rejection of claim 8. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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6. Claims 1-6, 8-10, 12-13, 15-22, 28, 36-39 and 43 are rejected under 35 
U.S.C. 102(e) as being anticipated by Rao et al (US 2004/0250291). 

Regarding claim 1, Rao discloses in a system including a personal video 
recorder (PVR) ("PVR 110" in Figures 1-5) receiving and recording a program and 
having a PVR program output ("1 12A and 1 12B of A/V out" in Figures 1-5) generating a 
PVR signal corresponding to said program (H [0015]) and a command output generating 
command signal (element 152 in Figures 1-5), a video recorder (element 150 in Figure 
1 or element 250 in Figure 2 including "local storage" performs function as a video 
recorder) and a digitizer ("recording station" in Figures 2, 4-5 as a digitizer) assembly, a 
method for automated copying from said personal video recorder, the method 
comprising the steps of: 

generating a command signal by said PVR to said video recorder instructing the video 
recorder to start recording [0026] lines 12-19 for sending a command signal from the 
PVR to recording station to start encoding and storing the media content); 
transmitting content signal from the personal video recorder by said digitizer assembly 
(1[ [0024] lines 1-6 and 1[ [0026] lines 27-34 for supplying decoded content signal 
receiving from the PVR to display by the "recording station or PMCD"), wherein the 
content signal is an analog signal containing said program (1[ [0020] lines 6-7 for media 
content is an analog signal from the PVR); 

intercepting said command signal by said digitizer assembly (1[ [0026] lines 14-19 for 
when the user requests to transfer content to handheld device by using PVR's remote 
control, PVR sends a signal via control channel which allows user input to one system 
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to be passed to the other (1| [0019] lines 10-1 1) to recording station to start encoding 
content. In other words, the command signal from PVR's remote control is transferred to 
recording station via control channel or intercepted by the recording station via control 
channel); 

in response to said command signal, receiving and digitizing the content signal in 
response to create a digital representation of the program (H [0026] lines 14-27 for 
receiving analog media content from PVR to transcode into suitable format in response 
to user's command via PVR's remote control; and 1[ [0020] lines 6-1 1 for converting the 
received analog media content to digital format); and 

storing the digital representation by said digitizer system (1[ [0020] lines 16-19 and H 
[0026] lines 27-28 for storing transcoded media content in digital form by the recording 
station). 

Regarding claim 2, Rao discloses the method as discussed in the rejection of 
claim 1 . Rao further discloses transmitting the digital representation over a network (][ 
[0023] lines 1 1-16 for wirelessly transferring the transcoded media content from a first 
PMCD to a second PMCD over a Bluetooth or an IEEE 802.1 1 network). 

Regarding claim 3, Rao discloses the method as discussed in the rejection of 
claim 2. Rao further discloses sharing the compressed digital representation in a peer- 
to-peer network configuration (1[ [0023] lines 1 1-16 for using a Bluetooth network 
interface to transfer media content between the PMCDs. In other words, the PMCD 
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shares media content in a peer-to-peer network; and H [0026] lines 31-34 for the stored 
compressed video/audio signal is decoded to display). 

Regarding claim 4, Rao discloses the method as discussed in the rejection of 

claim 1 . Rao further discloses recording the digital representation onto a digital storage 
medium (If [0020] lines 16-19 for storing transcoded signals in digital format on storage 
device 158 in Figure 1). 

Regarding claim 5, Rao discloses the method as discussed in the rejection of 
claim 4. Rao further discloses recording is performed on a transportable digital storage 
medium (If [0033] lines 7-14 for storage device within handheld device can be removed 
and inserted into other device). 

Regarding claim 6, Rao discloses the method as discussed in the rejection of 
claim 1. Rao further discloses compressing the digital representation and storing the 
compressed digital representation (If [0026] lines 31-34 for the stored compressed 
video/audio signal is decoded to display). 

Regarding claim 8, Rao discloses an apparatus for creating a digitized copy of a 
recorded program on a personal video recorder, said personal video recorder 
generating a command signal indicating the commencement of playback of said 
recorded program (If [0019] lines 3-5), the apparatus comprising receiving said 
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command signal and an analog signal corresponding to said program (H [0026] lines 16- 
27 for PVR sends a signal to the recording station to have it start encoding the media 
content received as an analog inputs) and creating a digitized version of the intercepted 
signal (H [0020] lines 7-1 1 for digitizing the received analog signal). 

Regarding claim 9, Rao discloses the apparatus as discussed in the rejection of 
claim 8. Rao further discloses a storage device ("HD 158" in Figure 1) storing the 
digitized signal (1[ [0020] lines 16-19 for storing transcoded signals in digital format on 
storage device 158). 

Regarding claim 10, Rao discloses the apparatus as discussed in the rejection of 
claim 8. Rao further discloses a transmitting circuit ("AA/ renderer 166" in Figure 1 as a 
transmitting circuit) for transmitting the compressed version (1[ [0026] lines 31-34). 

Regarding claim 12, Rao discloses a system for automatically creating a digitized 
copy of a recorded program from a personal video recorder (Figure 1 ), said personal 
video recorder generating a control signal to an external device indicating the 
commencement or conclusion of playback of said recorded program [0026] lines 12- 
19 for sending a command signal from the PVR to recording station (as an external 
device) to start encoding and storing the media content), said personal video recorder 
selectively outputting said recorded program as an output signal including a respective 
analog video component and an analog audio component (1[ [0020] lines 1-7 for 
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transmitting audio and video from PVR to the PMCD as analog signals), the system 
comprising: 

an analog-to-digital video and audio converter for digitizing the analog video and audio 

component to create a digitized video and audio signal (H [0020] lines 7-11); 

a receiver for receiving said control signal from the personal video recorder (element 

162 in Figure 1 as a control signal receiver to receive signal from PVR); and 

a digital storage device ("HD 158" in Figure 1) for storing the digitized video signal and 

the digitized audio signal (H [0020] lines 16-19 for storing transcoded video and audio 

signals in digital format on storage device 158). 

Regarding claims 13 and 15-16, Rao discloses the system as discussed in the 
rejection of claim 12. Rao further discloses a first compression unit utilizing an electronic 
circuit computer based software that compresses the digitized video signal to produce a 
compressed digitized video signal and a second compression unit for compressing the 
digitized audio signal to produce a compressed digitized audio signal (H [0026] lines 31- 
34 for the stored compressed video/audio signal is decoded to display. It is clearly that 
Rao's system must include compression unit for compressing video and audio signals to 
store; ^ [0035] for a PC is used as a recording station and PC contain software 
necessary to perform all functions of the recording station). 

Regarding claim 17, all limitations of claim 17 are analyzed corresponding to 
claim 10. So, claim 17 is rejected on the same ground as claim 10. 



Application/Control Number: 10/681,949 
Art Unit: 2421 



Page 9 



Regarding claims 18-20, Rao discloses the system as discussed in the rejection 
of claim 12. Rao further discloses a network interface subsystem for sharing the 
digitized video signal and the digitized audio signal with other computer systems on a 
computer network (If [0023] lines 11-16 for wirelessly transferring the transcoded media 
content from a first PMCD to a second PMCD over a Bluetooth or an IEEE 802.1 1 
network; and H [0035] for a PC is used as a recording station and PC contain software 
necessary to perform all functions of the recording station), network is client-server (If 
[0026] lines 12-14 for PVR and recording station as a master and slave) and peer-to- 
peer (If [0023] lines 10-16). 

Regarding claims 21-22, Rao discloses the system as discussed in the rejection 
of claim 12. Rao further discloses a storage system with removable medium for storing 
the digitized video signal and the digitized audio signal on a write-once and rewritable 
removable medium (If [0031] for handheld device functions as a removable storage and 
a playback device; and If [0033] lines 7-14 for storage device within handheld device 
can be removed and inserted into either PVR or recording station to receive transcoded 
signal and then reinserted into handheld device to play back). 

Regarding claim 28, all limitations of a method in claim 28 are analyzed and 
rejected corresponding to all functionalities of the system in claim 12. 
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Regarding claim 36, ail limitations of claim 36 are analyzed corresponding to 
claim 2. So, claim 36 is rejected on the same ground as claim 2. 

Regarding claim 37, all limitations of claim 37 are analyzed corresponding to 
claim 3. So, claim 37 is rejected on the same ground as claim 3. 

Regarding claim 38, all limitations of claim 38 are analyzed corresponding to 
claim 5. So, claim 38 is rejected on the same ground as claim 5. 

Regarding claim 39, Rao discloses the method as discussed in the rejection of 
claim 38. Rao further discloses the transportable digital storage media is an optical 
media (taught by Rao; H [0036] lines 19-22). 

Regarding claim 43, Rao discloses the method as discussed in the rejection of 
claim 8. Rao further discloses a recording member that records said digitized version on 
a digital media (H [0020] lines 16-19 for storing transcoded signals in digital format on 
storage device 158 in Figure 1). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 23-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the Admitted Prior Art (see Applicant's specification on pages 6-7 and Figure 1 ) in view 
of Rao et al (US 2004/0250291 ). 

Regarding claim 23, the Admitted Prior Art (APA) discloses a method for 
automated copying of content from a personal video recorder, the method comprising 
the steps of generating command signal by the personal video recorder wherein the 
command signal is indicative of the initiation of a playback of the content from the 
personal video recorder, said command being generated for the control of an analog 
video cassette recorder (the APA teaches the PVR has "Save to VCR" feature that will 
take a digitally recorded program and pass an analog copy of the program to a VCR so 
that the program can be recorded on a removable medium. Having received the "Save 
to VCR" command, the PVR first sends a "Record" command to VCR via an IR Blaster 
to initiate recording the signals on tape, then begins to play the selected program. It also 
means that the APA discloses the received signal from the PVR is an analog signal 
containing a video component). 

The APA fails to disclose intercepting said command signal and video signal from 
the PVR, digitizing the video component signal to create a digitized version of the 
content, digitizing the information and storing the video component and the information 
by a digitizing device. 
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Rao discloses a system tinat includes a PVR, a portable media content device 
(PMCD) including a recording station or the recording station (as a digitized device) 
being configured as a standalone appliance (H [0018] lines 1-8). Rao discloses when 
the user requests to transfer content to handheld device by using PVR's remote control, 
PVR sends a signal via control channel which allows user input to one system to be 
passed to the other (If [0019] lines 10-11) to recording station to start encoding content 
(If [0026] lines 14-19). In other words, Rao discloses the command signal from PVR's 
remote control is transferred to recording station via control channel or intercepted by 
the recording station via control channel. The recording station receives an analog 
media content from PVR to transcode into suitable format in response to user's 
command via PVR's remote control (If [0026] lines 14-27), converts the received analog 
media content to digital format (If [0020] lines 6-1 1) and stores the transcoded media 
content and metadata of content in digital form (If [0020] lines 16-19 and If [0026] lines 
24-28). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention was made to modify the Admitted Prior Art's system with the teaching of 

Rao, so to provide an enhanced system that enables to copy recorded programs from 
the PVR into not only an analog version but also an digital version on a removable 
storage medium for later playback. 

Regarding claim 24, all limitations of claim 24 are analyzed corresponding to 
claim 2. So, claim 24 is rejected under the same rationale as claim 2. 
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Regarding claim 25, all limitations of claim 25 are analyzed corresponding to 
claim 3. So, claim 25 is rejected under the same rationale as claim 3. 

Regarding claim 26, all limitations of claim 26 are analyzed corresponding to 
claim 5. So, claim 26 is rejected under the same rationale as claim 5. 

Regarding claim 27, the APA in view of Rao discloses the method as discussed 
in the rejection of claim 26. The combined system further discloses the digital storage 
media is an optical media (taught by Rao; H [0036] lines 19-22). 

9. Claims 30-35 and 41-42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rao et al (US 2004/0250291 ) in view of Kimball of record. 

Regarding claims 30-32, Rao discloses the method as discussed in the rejection 
of claim 28. Rao further discloses the metadata associated with the media content (H 
[0013] lines 7-10). 

Rao does not explicitly disclose the metadata (data subcomponent) is imbedded 
in video component and is encoded within a vertical blanking interval of said video 
component. 

Kimball discloses the video encoder outputs an analog video signal and the 
content advisory rating information is inserted into the analog video signal. The content 
advisory rating information is also additional information related to the playback video (1[ 
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[0060] lines 7-16). Tlie data information is encoded within a vertical blanking interval of 
the video signal (H [0048]). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention was made to modify Rao's system with the teaching of Kimball about 
receiving analog audio video signals containing additional information from the PVR and 
encoding data information within a VBI of video signal, so to provide a flexible system 
that enables to work compatibly with the conventional PVR system, to control the 
content based on the inserted additional information and to minimize the bandwidth by 
encoding data information into VBI of video signal. 

Regarding claim 34, Rao in view of Kimball discloses the method as discussed in 
the rejection of claim 30. The combined system further discloses storing said digitized 

data together with said digitized video and audio components (taught by Rao; (H [0020] 
lines 16-19 and 1[ [0026] lines 24-28 for storing transcoded media content in digital form 
by the recording station). 

Regarding claim 35, modifying Rao's system with the teaching of Kimball with the 
same motivation as discussed in claim 30, the combined system discloses the data 
component is disposed within a blanking interval of the video component (taught by 
Kimball; H [0048]). 
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Regarding claim 41 , Rao in view of Kimball discloses the method as discussed in 
the rejection of claim 32. The combined system further discloses the signal is an analog 
signal (taught by Rao; H [0020] lines 6-7), further comprising digitizing the signal (taught 
by Rao; H [0020] lines 7-11), compressing the digitized signal and storing the 
compressed signal (taught by Rao; (If [0026] lines 31-34 for the stored compressed 
video/audio signal Is decoded to display). 

Regarding claim 42, Rao in view of Kimball discloses the method as discussed in 
the rejection of claim 32. The combined system further discloses signal Is an encoded 
digital signal, further comprising decoding the digital signal and storing the decoded 
signal (taught by Rao; If [0020]). 

Conclusion 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in 

this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 

CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to GIG! L. DUBASKY whose telephone number is 
(571)270-5686. The examiner can normally be reached on Monday through Thursday 
from 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can be reached on 571-272-7353. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John W. Miller/ 
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